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WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
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Status 
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Application/Control Number: 1 0/71 1 ,472 Page 2 

Art Unit: 2128 

Examination of Application #10/711,472 

1. Claims 1-6, 8-20, 22, and 23 of application 10/711,472, are pending in the application. 
This communication is in response to the amendment received 20-May-2008. Claims 7 and 21 
are canceled. The following rejections are presented for consideration. 



Claim Rejections under 35 U.S.C. §112, 2nd Paragraph 

2. Claims 1 and 15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 - line 7 and claim 15 - line 10 Change "the key data" to -the at least one key 

data-. 

Claim 15 - line 7 Change "each of the test patterns" to -each of the at least one test 
patterns-. 



Claim Rejections under 35 U.S.C. § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter or any new and useful improvement thereof, may obtain a patent therefore, 
subject to the conditions and requirements of this title. 



3.1 Claims 15-20, 22, and 23 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 
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**>Deseriptive material can be characterized as either 'iunctional descriptive material" oi 
"nonfunctional descriptive material" In this context, '^Junctional descriptive material" 
c onsists of data structures and computer programs which impart functionality when 
employed as a computer component. (Hie definition of "data structure" is "a physical or 
logical relationship among data elements, designed to support specific data manipulation 
functions." The New IEEE Standard Dictionary of Electrical and Electronics Terms 308 
(5th ed. 1993).) "Nonfunctional descriptive material" includes but is not limited to music, 
literary works , and a compilation or mere arrangement of data. 



In view of the aforementioned requirement, the Examiner respectfully contends that the 
claim language of claims 15-20, 22, and 23 do not claim a practical application, that language 
claiming a computer-readable storage medium having software for storing a computer readable 
program executing an IP characterization method on a computer system. The medium holding 
the software is determined to recite data embodied on the computer-readable medium. 
However, the data does not impart functionality to either the data as claimed or to the computer. 
As such, the claimed invention recites non-functional descriptive material, i.e., mere data. Non- 
functional descriptive material is merely carried on the medium, it is not structurally and 
functionally interrelated to the medium, and thereby does not manipulate, or execute, 
appropriate subject matter, and thus cannot constitute a statutory process (MPEP Section 
2106). 

The examiner respectfully suggests the following language to overcome this rejection. 
In claim 15, in the preamble, "A computer readable storage medium having computer 
executable instructions, which when executed on a computer system, perform an IP 
characterization method on the computer system, the IP characterization method comprising:". 
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Claim Objections 

4. Claims 2-6, 8, 9, 16-20, 22, and 23 are objected to for being dependent on a rejected 
base claim. 



Allowed Claims 

5. Claims 1-6, 8-20, 22, and 23 are deemed allowable over the prior art at this time, 
pending resolution of any rejections noted above, because the prior art does not specifically 
disclose the claimed method of finding paths in an IP component. 



Response Guidelines 

6. A shortened statutory period for response to this action is set to expire 3 (three) months 
and 0 (zero) days from the date of this letter. Failure to respond within the period for response 
will cause the application to become abandoned (see MPEP 710.02, 710.02(b)). 

6.1 Any response to the Examiner in regard to this non-final action should be 

directed to: Russell Frejd, telephone number (571) 272-3779, Monday-Friday 
from 0530 to 1400 ET, or the examiner's supervisor, Kamini Shah, 
telephone number (571 ) 272-2279. Inquires of a general nature or 
relating to the status of this application should be directed to the TC2100 
Group Receptionist (571) 272-2100. 

mailed to: Commissioner of Patents and Trademarks 
P.O. Box 1450, Alexandria, VA 22313-1450 

or faxed to: (571)273-8300 

Hand-delivered responses should be brought to the Customer Service Window, Randolph 
Building, 401 Dulany Street, Alexandria, VA, 22314. 



Date: 1-September-2008 



/Russell Frejd/ 

Primary Examiner AU 2128 
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